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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3. 6. 8-11.17. 23-25. 28. 30-33. 39. 45. 47 and 48 are rejected under 35 
U.S.C. 102(b) as being anticipated by Silverman et al (hereinafter Silverman US PAT 
5.924.082) . 

Re Claim 1: Silverman discloses a negotiated matching system: 

• Publishing, over the data processing system, to a plurality of parties, a 
type of trade that is to be brokered, prior to receiving a bid (Column 10, 
lines 59-64) 

• Receiving a bid from a first party of the plurality of parties corresponding to 
a trade (Column 1 0, lines 64- Column 1 1 , line 1 ) 

• Publishing, over the data processing system, criteria for a matching bid 
without compromising the identity of the first party (Column 8, lines 6-8) 



Re Claim 2: Silverman discloses the claimed method supra and further 
discloses wherein publishing a type of trade that is to be brokered includes publishing 
one or more of a list of acceptable parties to the trade, the type of trade, and a list of 
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preferable qualifications for performing the type of trade (Column 9, line 25- Column 10, 
line 40). The rankings issued by the matching computer are displayed (published) on 
each counterparty screen. 

Re Claim 3: Silverman discloses the claimed method supra and further 
discloses the step comprising publishing one or more of a cryptographic access 
methods to be used and methods that will be used to determine an appropriate 
counterparty (Column 10, lines 33-40). Silverman publishes ranking information that will 
be used in determining an appropriate counterparty to all users of the system. 

Re Claim 6: Silverman discloses the claimed method supra and further 
discloses the step of providing the criteria for a matching bid to the first party prior to 
publishing the criteria for the matching bid (Column 7, lines 14-30). The system of 
Silverman not only provides the first party with the criteria for a matching bid prior to 
publishing, but also allows the user to set these parameters (firm or soft). 

Re Claim 8: Silverman discloses the claimed method supra and further 
discloses the step comprising receiving a counterparty bid from a second party of the 
plurality of parties in response to the publishing of the criteria for a matching bid (Fig 2 
Ref 207-215 and Column 8, lines 11-46). 

Re Claim 9: Silverman discloses the claimed method supra and further 
discloses the step wherein the counterparty bid includes additional requirements to be 
met by the first party (Column 4, lines 50-67). 
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Re Claim 10: Silverman discloses the claimed method supra and further 
discloses the step comprising presenting the counterparty bid to the first party without 
compromising an identity of the second party (Column 12, lines 59-67). 

Re Claim 11: Silverman discloses the claimed method supra and further 
discloses the step wherein the identity of the first party is disclosed to the second party 
and the identify of the second party is disclosed to the first party only when both the first 
party and the second party indicate intent to complete the transaction. (Column 4, lines 
4-12). 

Re Claim 17: Silverman discloses the claimed method supra and further 
discloses the step comprising determining if the counterparty bid matches requirements 
of the bid from the first party (Column 7, lines 25-42). 

Re Claims 23-25, 28, 30-33 and 39: Further apparatus claims would have been 
obvious to perform previously rejected method claims 1-3, 6, 8-1 1 and 17 respectively 
and are therefore rejected using the same art and rationale. 

Re Claims 45, 47 and 48: Further computer program product claims would have 
been obvious in order to implement previously rejected method claims 1, 8 and 10 
respectively and are therefore rejected using the same art and rationale. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-5. 7. 12-16. 18-22, 26-27, 29, 34-38. 40-44, 46 and 49-56 are rejected 

under 35 U.S.C. 103(a) as being unpatentable over Silverman (US PAT 5,924,082). 

Re Claim 4: Silverman discloses the claimed method 1 supra but does not 
explicitly disclose publishing a type of trade that is to be brokered includes publishing 
the type of trade using Pub/Sub messaging. However applicant states in his 
specification that "With the Pub/Sub multicast capability, an emitting party publishes a 
variety of messages and potential receiving parties declare the sort of those messages 
they want to receive. The Pub/Sub system matches each published message with the 
interests of subscribers to determine which subscribers should receive that message 
(Page 7)." The system of Silverman, while not specifically stating the use of Pub/Sub, 
the system uses a similar technology that performs the same function. Silverman 
allows users to both submit a variety of messages and receiving parties to declare 
(through the ranking system) the sort of messages (offers/bids) that they wish to 
receive (See Column 8, lines 11-58 and Column 9, line 25- Column 10, line 40). In 
other words, the system of Silverman allows each user to filter through all of the 
potential trades and messages in order to find potential matches. It would have been 
obvious to anyone skilled in the ordinary art to use the Pub/Sub technology in the 
system of Silverman because it would have been a substitution of a similar technology 
that performs the same function. 
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Re Claim 5: Silverman discloses the claimed method 4 supra but does not 
explicitly disclose wherein the Pub/Sub messaging is performed using messaging 
middleware. However, applicant states that the function of the messaging middleware 
is to send and receive messages amongst a plurality of devices (Page 6). It is clear 
from the disclosure of Silverman that there is present a messaging device that 
performs this function. The bids and offers that are issued by different users of the 
system can be distributed to the intelligent nodes (other users) of the system (Column 
8, lines 6-8). It would have been obvious to anyone skilled in the ordinary art to use 
the messaging middleware technology in the system of Silverman because it would 
have been a substitution of a similar technology that performs the same function. 

Re Claim 7: Silverman discloses the claimed method 1 supra and while not 
explicitly disclosing the step wherein publishing a type of trade that is to be brokered 
includes publishing the type of trade using message posting, the system of Silverman 
does contain a central repository of trade types (Column 10, lines 55-CoIumn 11, line 
5). Silverman also discloses a messaging system that allows the central computer to 
communicate with the remote terminals (Column 6, lines-27-38), and that information 
regarding trades is often distributed to these terminals from the central computer 
(Column 8, lines 6-8). It would have been obvious to anyone skilled in the ordinary art 
at the time of invention to further adapt the messaging system of Silverman to allow for 
message posting of types of trades in order to further service the users of the system. 
Since a user enters information regarding the types of trades they are seeking, it would 
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be instructive of the system to post potential trades so that a match may be reached in 
a more efficient manner. 

Re Claim 12: Silverman discloses the claimed method 1 supra but does not 
explicitly disclose the step comprising, obtaining credit information of the first party and 
comparing the credit information to credit requirements. Silverman does however 
address issues regarding credit on numerous occasions (Column 2 lines 41 -Column 3 
line 34; Column 3 line 65-Column 4 line 3; and Column 11, line 32-35). Furthermore it 
was well known in the art at the time of invention to obtain credit information and 
compare this information to credit requirements in order to asses the potential risk 
associated with any particular transaction. It would have been obvious to someone 
skilled in the ordinary art at the time of invention include the credit checking feature into 
the system of Silverman so that users do not enter into a trade with a counterparty that 
could default on the transaction. 

Re Claim 13: Silverman discloses the claimed method supra an while not 
explicitly disclosing the step comprising providing the first party with an opportunity to 
offer collateral if a result of comparing the credit information to the credit requirements 
is that the credit information is insufficient, the step of providing collateral to make up 
for insufficient credit is well known in the art, has been used for years, and would have 
been obvious to anyone skilled in the ordinary art, so that a party to a transaction has a 
claim to something should the other party default. 

Re Claims 14-16: Silverman discloses the claimed method 1 supra and while 
not explicitly disclosing the steps wherein the electronic brokering if of a request for 
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credit, block trades or high volume trades, Silverman does note that the system is 
intended to be used for a large variety of transaction types (Column 13 line 31-58). 
The system could easily accommodate the brokering for a request for credit, block 
trades or high volume trades without departing from the spirit or scope of the invention 
and it therefore would have been obvious to anyone skilled in the ordinary art at the 
time of invention to adapt the system to do just that. 

Re Claim 18: Silverman discloses the claimed method 17 above supra but does 
not explicitly disclose the step comprising determining if a combination of counterparty 
bids matches the requirements of the bid from the first party, if the counter party bid 
does not match the requirements of the bid from the first party. However it was well 
known in the art at the time of invention to aggregate bids in order to complete a 
match. The ultimate goal of any matching system is to fulfill the requests of all users. 
If a system can recognize that coupling bids or offers together could aid in this goal, it 
would be in the best interest of the system to do so. It would have been obvious to 
anyone skilled in the ordinary art at the time of invention to include this feature to the 
matching system of Silverman so that a user has an even greater chance of having his 
bid or offer matched against other orders. 

Re Claim 19: Silverman discloses the claimed method 17 above supra but does 
not explicitly disclose the step comprising determining a mean bid to the first party and 
the second party, if the counter party bid does not match the bid from the first party. 
Silverman does provide a variety of "best quotes" to users of the system, which would 
allow any user to easily compute the mean bid (Column 1 1 , lines 6-31 ). Furthermore, 



Application/Control Number: 09/852,934 Page 9 

Art Unit: 3628 

the system is set up to allow for potential counterparties to be placed into 
communication with each other to eventually come to an agreement if certain 
parameters (in this case the bid/offer) are not in perfect agreement, but other important 
parameters are. It would have been obvious to anyone of ordinary skill in the art at the 
time of invention to disclose the mean bid to potential counterparties so that they can 
decide if a potential middle ground agreement can be reached and therefore complete 
the transaction. 

Re Claim 20: Silverman discloses the claimed method 1 above supra but does 
not explicitly disclose the step wherein the method is implemented in a field 
programmable device, however it was notoriously well known and therefore obvious in 
the art at the time of invention to allow any computer system to be implemented in a 
field programmable device so that users of the system are not confined to any 
particular location, but can access the system from a variety of spots. 

Re Claims 21 and 22: Silverman discloses the claimed method 1 above supra 
but does not explicitly disclose the step wherein the method is implemented in an IBM 
4758 PCI Cryptographic coprocessor and wherein the method is implemented in a 
processor having a cryptographic coprocessor. However these devices, as noted by 
the applicant in his disclosure were well known in the art at the time of invention (pages 
8-9). It would have been obvious to anyone skilled in the ordinary art to use the IBM 
4758 PCI Cryptographic coprocessor technology in the system of Silverman because it 
would have been a substitution of a similar technology that performs the same function. 
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Re Claims 26-27, 29, 34-38 and 40-44: Further apparatus claims would have 
been obvious to perform previously rejected method claims 4-5, 7, 12-16 and 18-22 
respectively and are therefore rejected using the same art and rationale. 

Re Claim 46: Further computer program product claim would have been obvious 
in order to implement previously rejected method claim 4 and is therefore rejected 
using the same art and rationale. 

Re Claim 49: Silverman discloses a method for initializing a negotiated matching 
system comprising: 

• Defining a set of rules for each type of trade of a plurality of types of 
trades (Column 9, lines 59-60) 

Silverman does not explicitly disclose the steps comprising 

• Defining a set of programs for implementing the set of rules; and 

• Defining a set of signatures for programs that may provide instructions to 
the electronic broker 

However, Silverman does disclose that the functions of the matching computer 
may be performed using a configuration of hardware components, software components 
or both (Column 7, lines 4-7), which would include a set of programs for implementing 
the rules and, potentially, a set of signatures for programs that would provide 
instructions. In other words, the system of Silverman is capable of being adapted to a 
wide variety of hardware and software component and implementations and it would 
have been obvious to use any such system that was well known in the art at the time of 
invention. 
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Re Claim 50: Silverman discloses the claimed method 49 supra and further 
discloses wherein the set of rules includes one or more of a matching method, a 
negotiation scheme and operating rules for the electronic broker (See Title and 
Abstract). 

Re Claims 51: Silverman discloses the claimed method 49 and further discloses 
the steps wherein the set of programs is stored in a storage device associated with the 
electronic broker (Column 7, lines 31-33), but does not explicitly disclose wherein it is 
stored in encrypted form. However, Silverman does disclose that the functions of the 
matching computer may be performed using a configuration of hardware components, 
software components or both (Column 7, lines 4-7), which would include an encrypted 
storage device. In other words, the system of Silverman is capable of being adapted to 
a wide variety of hardware and software component and implementations and it would 
have been obvious to use any such component that was well known in the art at the 
time of invention. 

Re Claims 52: Silverman discloses the claimed method 49 but does not 
explicitly disclose the step comprising storing a signature for each program in the set of 
programs in memory. However, Silverman does disclose that the functions of the 
matching computer may be performed using a configuration of hardware components, 
software components or both (Column 7, lines 4-7), which would include a signature for 
each program in the set of programs in memory. In other words, the system of 
Silverman is capable of being adapted to a wide variety of hardware and software 
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components and implementations and it would have been obvious to use any such 

component that was well known in the art at the time of invention. 

Re Claim 53: Silverman discloses the claimed method 49 and while not explicitly 
disclosing the step wherein the electronic broker only accepts trades of a type that may 
be brokered in conjunction with already active trades this is a software feature that 
could easily be implemented into the Silverman system. Silverman discloses that the 
functions of the matching computer may be performed using a configuration of 
hardware components, software components or both (Column 7, lines 4-7). In other 
words, the system of Silverman is capable of being adapted to a wide variety of 
hardware and software components and implementations and it would have been 
obvious to use any such component that was well known in the art at the time of 
invention. 

Re Claims 54-56: Silverman discloses the claimed method 49 but does not 
explicitly disclose wherein the electronic broker only accepts inputs pertaining to 
elements of a trade or security measures of a trade. However, Silverman does disclose 
that the functions of the matching computer may be performed using a configuration of 
hardware components, software components or both (Column 7, lines 4-7), which would 
include inputs pertaining to elements of a trade or security measures of a trade 
(including those specific ones in claims 55 and 56). In other words, the system of 
Silverman is capable of being adapted to a wide variety of hardware and software 
components and implementations and it would have been obvious to use any such 
component that was well known in the art at the time of invention. 
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Response to Arguments 

Applicant's arguments filed 3/14/2006 have been fully considered but they are 
not persuasive. 

The applicant has amended the independent claims to include the limitations of 
"to a plurality of parties," and "prior to receiving a bid." It is the applicant's assertion that 
these added limitations make the current invention patentable, specifically over 
Silverman. The examiner disagrees. The specific language of the claim calls for the 
publishing of a type of trade to be published to a plurality of users prior to receiving a 
bid. The examiner maintains that Silverman discloses the claimed features including 
the amended limitations. Silverman explicitly states that a user selects a market screen 
and from that screen may select from six different instruments (Column 10 lines 55-64). 
These instruments, published on the screen, represent a specific type of trade that is to 
be brokered by the system. Furthermore, Silverman discloses "once the trader has 
selected an instrument, for example by clicking on the appropriate instrument box using 
a mouse (not shown), the trader is able to enter bids, offers (Column 10, lines 64-67). 
This passage clearly shows the initial publishing of a type of trade (i.e. trade 
instrument), subsequently followed by the submission of a bid or offer. The applicant 
further asserts that Silverman actually teaches away from the present invention 
because there is not a publication of the type of trade before an initial bid is posted. 
The examiner believes the applicant is incorrect because the type of trade is published 
and selected by a user prior to a bid. Further support of this is shown in the summary of 
invention where Silverman states that the system "enables users to enter expressions of 
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interest with respect to a type of transaction (Column 3, lines 56-60). In other words the 
type of transaction is known, one that is compatible with the system, prior to entering 
even an expression of interest let alone a bid. 

With regards to the arguments to rejected claim 3, the applicant states that 
Silverman does not disclose "publishing one or more of cryptographic access methods 
to be used and methods that will be used to determine an appropriate counterparty." 
The examiner maintains that each user of the system publishes ranking information 
related to the determination of an appropriate counterparty, such as the objective 
ranking scheme, relative to counterparty size, provided in Column 9. Furthermore 
Silverman states that the "if a user enters new ranking information, the system will 
update its information as well as optionally update the information displayed on all 
counterparties screens (Column 10 lines 33-40)." This claimed feature of Silverman 
involves the "publishing of one or more of cryptographic access methods to be used and 
methods that will be used to determine an appropriate counterparty ." Furthermore, 
there are other methods disclosed by Silverman including the publishing of the firm 
parameters of a transaction (Column 7, lines 25-30) of a bid that must be met by an 
appropriate counter party (SEE entire discussion on initial, matching and display 
operations Silverman Columns 7-8). 

With respect to claim 6, the applicant contends that Silverman does not provide 
the criteria for a matching bid to the first party prior to publishing the criteria for a 
matching bid. However, the fact remains that the criteria for a matching bid is set by the 
party that creates the bid, and the publication of this criteria is dependent upon the user 
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entering it into the system (Column 7, lines 25-30). Therefore the initial user must be 
provided the criteria (since they create it) prior to its publication (since they must initiate 
the publication). 

With respect to claim 13, the applicant contends that the examiner has not made 
a prima facie case of obviousness because the prior art must suggest the desirability of 
such a modification. The test for obviousness is not whether the features of a 
secondary reference may be bodily incorporated into the structure of the primary 
reference; nor is it that the claimed invention must be expressly suggested in any one or 
all of the references. Rather, the test is what the combined teachings of the references 
would have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 
413, 208 USPQ 871 (CCPA 1981). In the immediate claim the applicant contends that 
it would not be obvious to one of ordinary skill to provide the first party with an 
opportunity to offer collateral if a result of comparing the credit information to the credit 
requirements is that the credit information is insufficient." The examiner believes that 
the Silverman reference is specifically concerned with the credit evaluation procedure of 
financial transactions (Column 3 line 65-Column 4 line 3). However the examiner 
disagrees with the applicant that Silverman specifically teaches that these issues are 
handled by third parties. Silverman only states that each institution has their own credit 
evaluation procedures, and due to the complexity of these it is difficult to create a 
"standard" for all to use (Column 3, lines 12-34). Ultimately Silverman is directed 
toward a negotiated matching system designed to match counterparties. The examiner 
has stated that Silverman does not specifically deal with issues of collateral, however 
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does deal with credit evaluation procedures. Yet the system of Silverman specifically 
allows for the negotiation of any and all parameters associated with the transaction 
(Column 12 lines 47-50). This would obviously include any credit risk or evaluation 
procedure, as this is a central tenet of Silverman. In providing the free style negotiating 
aspect of his invention, Silverman has provided the counterparties with an opportunity to 
hash out any unresolved details to the transaction, including any credit problems. So 
while an initial credit evaluation may be performed, one party may still be wary of the 
credit risk of the other party. The negotiated feature of Silverman provides an 
opportunity for such discrepancies to be resolved (in this case by offering collateral). 
This does not depart from the framework of Silverman as claimed by the applicant, but 
rather fits precisely into the scheme of a negotiated system. 

With regards to claim 19 the applicant believes that Silverman does not provide 
or suggest the limitation of determining a mean bid from the first party and the 
counterparty and presenting the mean bid to the first party and the second party. 
However, in the method of Silverman if counterparties are matched information relative 
to the matched transaction is provided to both parties and further negotiations can 
occur. The examiner contends that while not explicitly providing a mean bid (or in other 
words the average of the two bids) it was well within the level of ordinary skill to do so. 
The examiner still maintains this belief, as it is a rudimentary equation. In fact, contrary 
to the applicants belief, the difference between the bids for the counterparties would 
serve as the foundation for the negotiation process, as each party would work toward an 
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acceptable middle ground. The applicant claims that since parties are free to negotiate 
with one another it would not be obvious to provide a mean bid. However the mean bid 
would provide an instant "middle ground" to work toward and would serve to expedite 
the negotiation process. Negotiation is the process of reaching a middle ground and 
therefore providing a mean bid does not teach away but rather strengthens the system 
by increasing efficiency. 

With regards to claim 49, the examiner, the added limitations have necessitated 
a reference to a different section of Silverman, wherein these limitations are disclosed. 
The applicant has further argued that defining a set of programs and instructions in 
order to implement a defined set of rules would not be obvious. Since the method of 
Silverman calls for the defining of rules (Column 9, lines 59-60), and these rules are 
later utilized by the method (Column 10 lines 7-54), it is inherent that there be a set of 
executable instructions to provide and further implement these rules onto the system. It 
is unclear how these rules could be initiated otherwise and the applicant has provided 
no evidence to the contrary. 

With regards to claim 53 the applicant contends that it would not be obvious to 
modify Silverman to only accept trades of a type that may be brokered in conjunction 
with already active trades. While the examiner has stated that Silverman does not 
explicitly disclose this step, the open configuration of Silverman allows for a great deal 
of range, and further Silverman notes how the system can be used for a wide range of 
applications (Column 13 lines 34-43). In this example Silverman describes a real estate 
market in the matching system. Clearly this type of system would only accept trades of 
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a real estate type, as this is a highly specific type of instrument that would need to be 
matched with precision. This does not frustrate the process of Silverman as described 
by the applicant, but instead serves a specific market. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Harbeck whose telephone number is 571- 
272-8123. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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